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Trust is an important attribute of the interaction of the subjects of legal
relations; however, most legal relations are carried out based on writing
agreements. The need to register the fact of concluding contracts is complex
and controversial. At first glance, if there is a fact of conclusion of a
contract, this is sufficient to ensure the fulfillment of such contract, while
such formalities as the registration of the fact of conclusion are unnecessary.
However, such superficial attitude may lead to unfair actions of
counterparties, inter alia, in the field of intellectual property.

According to Part 1, Article 1114, Civil Code of Ukraine, dd. January 16,
2003 (hereinafter — the Civil Code of Ukraine) [1], the agreements related to
intellectual property defined in Chapter 75, Civil Code of Ukraine, are not
subject to mandatory state registration. However, in cases where intellectual
property rights to a particular object are valid after state registration, the fact
of transfer (alienation) of such rights is subject to state registration (Part 2,
Article 1114, Civil Code of Ukraine). In case of intellectual property rights
to objects of copyright or related rights, the fact of their alienation is not
subject to mandatory state registration, as these objects are subject to the
principle of automatic legal protection from the moment of creation,
implementation, production, which does not require mandatory state
registration. Cases of inventions, utility models, trademarks, geographical
indications, arrangements of semiconductor products, plant varieties, and
animal breeds are subject to the registration principle of legal protection.
This means that such objects do not exist as long as there is no registration.
Industrial designs may be protected by registration, but may also exist
unregistered. As regards geographical indications, no agreements are
concluded on disposal of intellectual property rights. Thus, According to
Article 1114, Civil Code of Ukraine, the fact of granting permission for use
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of intellectual property rights is not subject to mandatory registration, while
the fact of alienation of intellectual property rights to inventions, utility
models, registered industrial designs, trademarks, semiconductor products,
plant varieties and animal breeds require mandatory registration.

According to Part 8, Article 28, Law of Ukraine «On Protection of
Rights to Inventions and Utility Models», Part 6, Article 20, Law of Ukraine
«On Protection of Rights to Industrial Designsy», Part 9, Article 16, Law of
Ukraine «On Protection of Rights to Trademarks for Goods and Servicesy,
Part 5, Article 16, Law of Ukraine «On Protection of Rights to Arran-
gements of Semiconductor Products» — an agreement for transfer of the right
of proprietary (assuming that the legislature meant the agreement on
alienation of intellectual property rights, as the right of proprietary as such
cannot serve as a subject of agreements on disposal of intellectual property
rights) and a license agreement are valid if executed in writing and signed by
the parties. It is also noted that the party to the agreement has the right to
officially announce the fact of transfer of the right of proprietary or the fact
of the issuance of a license by publishing relevant information in a bulletin,
in a certain scope and manner, with the simultaneous entry of such infor-
mation in the register [2; 3; 4; 5]. However, these provisions refer to the
right to register the fact of concluding agreements on disposition of intellect-
tual property rights, and not to the obligation, which contradicts the pro-
visions of the Civil Code of Ukraine relating to the need to register the fact
of alienation of intellectual property rights to inventions, utility models,
registered industrial designs, trademarks, arrangements of semiconductor
products, plant varieties and animal breeds. According to Part 2, Article 4 of
the Civil Code of Ukraine, the main act of civil legislation of Ukraine, is the
Civil Code of Ukraine; therefore, it has the highest legal force. The Law of
Ukraine «On Copyright and Related Rights» does not stipulate the fact of
mandatory state registration of agreements [6]. According to Part 6, Article
40, Law of Ukraine "On Protection of Rights to Plant Varieties», the
issuance of a license for use of a plant variety and the alienation of property
rights to a plant variety are valid for third parties from the date of publication
of relevant information in the official bulletin based on the entry of such
information in the Register of Patents [7]. So, as follows from the above,
even the fact of concluding a license agreement on plant varieties is subject
to state registration. The need to register the facts of concluding agreements
on the disposal of intellectual property rights to plant varieties is also
stipulated in the Instruction on registration of agreements on the transfer of
property rights to plant varieties and agreements on transfer of rights for use
of plant varieties [8]. The Sub-paragraph 5.1, Paragraph 5, Section I,
Resolution of the Plenum of Supreme Economic Court of Ukraine, «On
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some issues of dispute resolution practice related to protection of intellectual
property rights», No. 12 dd. October 17, 2012, contains a mention with
regard to state registration of agreements related to intellectual property in
the cases provided by law. According to Paragraph 67, Section 1V, of this
Resolution, the state registration of agreements on alienation of intellectual
property rights related to trademarks is mandatory [9]. However, in a
number of cases the registration of facts of granting permission for use and
alienation of intellectual property rights is deed important, although not
mandatory, as follows from the Civil Code of Ukraine and other laws. In
particular, this applies to the alienation of the intellectual property rights to
copyright and related rights, as well as the issuance of exclusive and
individual licenses under the license agreement for copyright and related
rights, patent rights, industrial designs, trademarks, and arrangements of
semiconductor products. In the case with a non-exclusive license, both the
licensor and the licensee may use the intellectual property right at the same
time. In the case of an exclusive license, under which the licensor (right
holder) undertakes not to use the object of intellectual property rights for the
time for which the license is issued, there arises a question of how the
licensee (user) can make sure that he/she is the sole licensee and that the
licensor does not use the same object of intellectual property right. In the
case of a single license, the licensee must also be certain that the licensor has
not granted to third parties a similar license in respect of the same
intellectual property object, although the licensor has the right to use it
personally. According to our opinion, future misunderstandings may be
avoided if the information on facts of granting permission for use of objects
of intellectual property right and alienation of intellectual property rights is
provided to the National Intellectual Property Office, whose functions are
currently performed by the State Enterprise «UKkrainian Intellectual Property
Institute» (Ukrpatent). However, such actions are not universal for all
objects of intellectual property rights. In particular, this applies to cases of
know-how, as know-how is confidential information in the field of
intellectual property and is not subject to state registration, but know-how
agreements can be notarized. Also, it should be borne in mind that not all
objects of intellectual property rights allow for contractual disposal of
intellectual property rights (in particular, this applies to scientific
discoveries, geographical indications, as well as to some extent to trade
secrets and trade names, as these two objects allow for alienation of
intellectual property rights along with the integral property complex).

Therefore, we are of the opinion that the position on the need to register
facts of disposition of intellectual property rights in relation to various
intellectual property objects should be unified. We recommend that the
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conclusion of such agreements be registered with the National Intellectual
Property Office, and in case with intellectual property rights which do not
allow for such registration, that relevant agreements be properly certified
with a view to avoid unfair exercise of civil rights and obligations.
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KITACU®IKAIIA KOPIIOPATUBHUX ITPAB: OCHOBHI
TEOPETHKO-IIPABOBI IIAXOJ1H1

Jleonos K. 1O.
3000y6au 6i00iLy npooaemM YusLbHO20, MPYO06020 [ NIONPUEMHUYLKO2O
npasa Incmumymy oepoicasu i npasa imeni B. M. Kopeyvkozo
Hayionanvnoi akademii nayx Yrpainu
M. Kuis, Yxpaina

B mpaBoBiif HOKTpHHI iCHYIOTH Pi3HI MJXOAH IO BHOKPEMIICHHS BHIIB
KOPHOPAaTHBHUX MpaB. Y HAYKOBHX MPAIX MPONOHYETHCS YMMAJIO aBTOPCh-
KUX KIacuQikamiii, mpoTe He 3aBXKIW TakKi KiacU]ikalii € B MOBHIN Mipi
00rpyHTOBaHHMH 200 MPaKTHYHA iX 3HAYMUMICTH € CyMHIBHOI. KitacuaHuM
JUISL BITYM3HSHOT NPaBOBOI HAYKW € BHOKPEMJICHHS BHJIIB KOPIIOPATUBHHUX
MpaB IUSIXOM TEPeliKy KOHKPETHHX MPaBOMOYHOCTEH, SKHMU HaIiJICHI
YYaCHUKHM KOPIIOPAaTHBHHUX IPABOBIAHOCUH. BHXoas4M 3 Takoro miaxony,
MOJKHa BHJUIMTH TaKi KOPIOpPATHMBHI mpaBa: OpaTH y4acTb B YNpPaBiiHHI
IOPUIMYHOI 0CO0010; OpaTd ydacTh Y PO3MOMLTI MPUOYTKY FOPHIUYHOT
0co0u; BUIATH Y BCTAHOBJICHOMY MOPSIIKY 31 CKJIa/ly YYacHHUKIB (aKiiOHEpiB)
IOpUAMYHOT 0COOM; 3IIMCHIOBATH BiAYYXKEHHsI CBOIX KOPIOPaTHBHUX MpaB;
oJIep>KyBaTH iH(QOPMAIIIO PO MiSUTBHICTH FOPUIANIHOI 0cOOM; OpaTH ydacTb
y PO3MOALTI aKTHUBIB FOPUIMYHOI 0ocodu y pasi 11 smikBinauii. Buokpemnenns
HaBEJCHNX IIPaBOMOYHOCTEH ab0 BUJIIB KOPIOPATHUBHUX NPaB y MOBHIH Mipi
Y3rOXKYeThCs 3 nostoskeHHsIMHU cT. 167 I'K Ykpainuy, ct. 116 LIK Vkpainu ta
IHIIMX aKTiB YUHHOTO 3aKOHOJIABCTBA.

BonHouac, HEoOXiJHO 3ayBaXKHMTH, IO MO-TIepIle, 3a3HaueHa KIIACH-
¢ikaris KOpIopaTHBHHX NpaB HE € BHYepiHOK. HaykoBumsmMu mpomo-
HYIOTBCS Pi3HI MiJXOAM IIOJ0 HHUTAHHS PO BiTHECEHHS KOPIOPATHBHHUX
npaB a0 MaiHoBuX uuM HeMmaiiHOBHMX. Tak, H.B. Ko3znoBa BBaxkae, 110
OCKUTPKH peami3alis KOPHOPAaTUBHUX IIpaB MPsIMO ab0 OIOCEPEeIKOBAHO
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